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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^| Responsive to communication(s) filed on 14 May 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 89-114 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1 and 89-114 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)Q All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination ("RCE") under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application 
is eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 

1 .17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.1 14. Applicant's submission filed on 14 May 2009 has been entered. 

Acknowledgements 

2. This action is responsive to Applicants' above noted RCE and associated amendments 
received 14 May 2009. 

3. This action has been assigned paper number 20090806 for reference purposes only. 

4. Claims 1 and 89-1 14 are pending and have been examined. 

Specification 

5. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 C.F.R. § 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

a. "broader license" in at least claims 1, 97, and 106; 

b. "narrower license" in at least claims 1, 97, and 106; 

c. "determined portion of the first encrypted software license" in at least claim 93; 
and 
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d. 



"determined portion of the second encrypted software license" in at least claim 



93. 



Claim Objections 



6. Claims 93, 94, 102, 103, 1 1 1, and 1 12 are objected to under 37 C.F.R. § 1.75(c), as being 
of improper dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claims, or amend the claims to place the claims in proper 
dependent form, or rewrite the claims in independent form. 

7. Independent claims 1, 97, and 106 each recite "determine which of the first encrypted 
software license and the second encrypted software license includes a broader license and to 
determine which of the first encrypted software license and the second encrypted software 
license includes a narrower license." After this determination, they are referred as "the broader 
license" and "the narrower license." Therefore, "the broader license" must correspond to either 
"the first encrypted software license" or "the second encrypted software license." 

8. However, claims 93, 102, and 1 1 1 recite "the broader license is an aggregate of a 
determined portion of the first encrypted software license and a determined portion of the second 
encrypted software license." Therefore, "the broader license" is not "the first encrypted software 
license" or "the second encrypted software license" as required by the respective independent 
claims. Thus, claims 93, 102, and 1 1 1 could be infringed when neither "the first encrypted 
software license" nor "the second encrypted software license" is "the broader license" but 
instead contain different terms. This would not infringe claims 1, 97, and 106 because they 
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require either "the first encrypted software license" or "the second encrypted software license" to 
be broader. 

9. Similarly, claims 94, 103, and 1 12 recite "generating the broader license by aggregating 
the selected portion of the first encrypted software license and the selected portion of the second 
encrypted software license." Again, neither "the first encrypted software license" nor "the 
second encrypted software license" is "the broader license." Thus, claims 94, 103, and 1 12 can 
be infringed without infringing their respective independent claims. 



10. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

11. Claims 1 and 89-1 14 are rejected under 35 U.S.C. §112, first paragraph, as failing to 
comply with the written description requirement. The claims contain subject matter which was 
not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventors, at the time the application was filed, had possession of the claimed 
invention. 

12. Claims 1, 97, and 106 recite the limitation "determine which of the first encrypted 
software license and the second encrypted software license includes a broader license and to 
determine which of the first encrypted software license and the second encrypted software 
license includes a narrower license" which was not present in the original disclosure. The 
Examiner has found substantial support in Applicants' specification for determining a ranking 



Claim Rejections - 35 USC§112 1 st Paragraph 
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for the licenses (e.g. Page 9, Lines 1-17). However, there is no indication that the ranking is 
based on the broadness or narrowness of the license. Instead, this passage recites that ranks may 
be assigned by comparing "the length of the licenses" (Page 9, Line 10) and "the number of 
computer systems on which the software may be installed" (Page 9, Lines 12-13). Additionally, 
specific types of licenses are set out with the order they would be ranked as an example in lines 
1-5. However, none of these sections disclose determining "which of the first encrypted 
software license and the second encrypted software license includes a broader license" or which 
of the first encrypted software license and the second encrypted software license includes a 
narrower license." 

13. Applicants further state that "[o]ne skilled in the art will realize that any number of 
ranking criteria may be used to develop a relative rank for each license" (Page 9, Lines 5-6). 
Therefore, Applicants have not defined any particular ranking criteria to be used in conjunction 
with their invention. Also, Applicants state "it should be noted that different licenses may be 
assigned the same rank even though the scope of rights conveyed by each license is different" 
(Page 9, Lines 7-8). This appears contrary to having rank establish the broadness of the license. 
If the scope is different, should the broadness or narrowness also necessarily be different? 

14. Because there is no discussion of broadness or narrowness, because Applicants have not 
defined any express manner for calculating a rank, and because Applicants' specification appears 
to teach contrary to the claimed features, the Examiner concludes that disclosure to support the 
limitation "determine which of the first encrypted software license and the second encrypted 
software license includes a broader license and to determine which of the first encrypted 
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software license and the second encrypted software license includes a narrower license" was not 

necessarily present at the time of filing. 



Claim Rejections - 35 USC § 112 2 nd Paragraph 

15. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

16. Claims 1 and 89-1 14 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

17. In at least claims 1, 97, and 106 the phrase "application type" is indefinite because-to one 
of ordinary skill in this art-the metes and bounds of the phrase can not be reasonably determined. 
First, the Examiner has carefully reviewed the original specification and can not locate, let alone 
ascertain, a lexicographic definition for this phrase. Second, the Examiner has again reviewed 
all documents of record in conjunction with MPEP §2141 .03. Based upon this review and the 
review of the original specification, it is the Examiner's position that the phrase "application 
type" (as used in the context of these particular claims) is not known to those of ordinary skill in 
this art. Third, MPEP § 2173.05(b)(E) states "The addition of the word 'type' to an otherwise 
definite expression. . .extends the scope of the expression so as to render it indefinite." The term 
"application" is definite, with a well established definition. See definition of "application" 
below. However, because of the addition of the term "type," the phrase "application type" is 
indefinite as shown by MPEP § 2173.05(b)(E) and the lack of a lexicographic or old and well 
known definition. 
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18. In at least claims 1, 97, and 106 the phrases "broader license" and "narrower license" are 
indefinite because-to one of ordinary skill in this art-the metes and bounds of the phrases can 
not be reasonably determined. First, the Examiner has carefully reviewed the original 
specification and can not locate, let alone ascertain, a lexicographic definition for these phrases. 
Second, the Examiner has again reviewed all documents of record in conjunction with MPEP 
§2141 .03. Based upon this review and the review of the original specification, it is the 
Examiner's position that the phrases "broader license" and "narrower license" (as used in the 
context of these particular claims) cannot be understood by one of ordinary skill in the art for all 
situations. In certain situations, it may be apparent which license is broader or narrower {e.g. a 
single computer license is narrower than a 10 computer suite license). There are also instances 
where it would not be understood which is broader or narrower (e.g. a user license that allows a 
single user on any computer to run the software and a computer license that allows any user on a 
particular computer to run the software). 

19. The Examiner finds that because particular claims are rejected as being indefinite under 
35 U.S.C. §1 12 2nd paragraph, it is impossible to properly construe claim scope at this time. 
However, in accordance with MPEP §2173.06 and the USPTO's policy of trying to advance 
prosecution by providing art rejections even though these claim are indefinite, the claims are 
construed as much as practically possible. 

Allowable Subject Matter 

20. Claims 1 and 89-1 14, as understood by the Examiner, contain allowable subject matter. 
However, the above rejections under 35 U.S.C. §1 12 and objections to the claims must be 
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addressed before the claims can be allowed. As always, Applicants are invited to schedule an 
interview with the Examiner to discuss these issues or any other issues. 



2 1 . The Examiner hereby adopts the following definitions under the broadest reasonable 
interpretation standard. In accordance with In re Morris, 127 F.3d 1048, 1056, 44 USPQ2d 
1023, 1029 (Fed. Cir. 1997), the Examiner points to these other sources to support his 
interpretation of the claims. 1 Additionally, these definitions are only a guide to claim 
terminology since claim terms must be interpreted in context of the surrounding claim language. 
Finally, the following list is not intended to be exhaustive in any way: 

Application . "A program designed to assist in the performance of a specific task, such as 
word processing, accounting, or inventory management. Compare utility." 
Computer Dictionary , 3 rd Edition, Microsoft Press, Redmond, WA, 1997. 

Response to Arguments 

22. Applicant's arguments filed 14 May 2009 have been fully considered but they are not 
persuasive. 



1 While most definition(s) are cited because these terms are found in the claims, the Examiner 
may have provided additional definition(s) to help interpret words, phrases, or concepts found in 
the definitions themselves or in the prior art. 



Definitions 
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23. Applicants argue : 

24. In reference to the objections to the specification in the previous action, "[w]ith regard to 
'determined portion of the fist encrypted software license and determined portion of the second 
encrypted software license,' please see, for example, page 9, lines 9-17" (Remarks, Page 10, 
Paragraph 3). 

25. Examiner's response : 

26. First, the Examiner notes that the USPTO's Board of Patent Appeal and Interferences 
("Board") has recently recognized the lack of antecedent basis of claim terms in the original 
specification as a "significant problem." See 73 Fed. Reg. 32944 (June 10, 2008) (noting that 
"[o]ne significant problem faced by the Board under Rule 41.37(c)(l)(v) occurs when the 
language of a claim does not have direct antecedent language in the specification."). 

27. Second, the Examiner notes that patent examiners have no authority to waive the 
provisions of a rule. See In re Goodman, 3 USPQ2d 1866, 1871 (ComrPats 1987) noting the 
examiners have no authority to waive 37 C.F.R. §1.11 1(b). 



Note that examiners should ensure that the terms and phrases used in 
claims presented late in prosecution of the application (including claims 
amended via an examiner's amendment) find clear support or antecedent 
basis in the description so that the meaning of the terms in the claims may 
be ascertainable by reference to the description, see 37 CFR 1.75(d)(1). If 
the examiner determines that the claims presented late in prosecution do 
not comply with 37 CFR 1.75(d)(1), applicant will be required to make 
appropriate amendment to the description to provide clear support or 
antecedent basis for the terms appearing in the claims provided no new 
matter is introduced. The specification should be objected to if it does not 
provide proper antecedent basis for the claims by using form paragraph 
7.44. 



28. Third, MPEP § 608.01(o) states: 
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29. Because the lack of antecedent basis is currently recognized by the USPTO as a 
significant problem, because the Examiner has no authority to waive the provisions of a rule, and 
because the MPEP expressly states that an examiner is to object to the specification when terms 
or phrases in the claims do not find clear support or antecedent basis in the description, the 
Examiner concludes that, in accordance with 37 C.F.R. § 1.75(d), an amendment of the 
specification (or other appropriate correction of the above noted objections to the specification) 
is still required. Therefore, the objections to the specification for these phrases have been 
maintained. 

30. Applicant's remaining arguments with respect to claims 1 and 89-1 14 have been 
considered but are moot in view of the new grounds of rejection. 

3 1 . While Applicants' amendments, as understood by the Examiner, are successful at 
overcoming the prior art, they fail to place the claims in condition for allowance, as stated above. 
Therefore, Applicants' arguments are not persuasive for establishing the patentability of the 
claims because of the new grounds of rejection. 



32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The Examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 



Conclusion 
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33. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

34. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua Murdough 
Examiner, Art Unit 3621 

/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



